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DETAILED ACTION 

1 . This action is in response to the amendment filed July 31 , 2006. 

2. Claims 1 , 7-9, 11,13, 18-20, 22, and 30 have been amended. 

3. Claims 1-45 have been examined and are pending with this action. 

Claim Rejections - 35 USC § 101 

4. The previous rejection under 35 U.S.C. 101 has been withdrawn based on the 
amendments to claims 1 and 8. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-10, 12-19, 21-31, 33-41, and 44-45 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Logan et al. (US 5,732,216 A). 

INDEPENDENT: 
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As per claim 1 , Logan teaches an electronic message configured to be 
communicated between a sender's device and a recipient's device, the electronic 
message comprising: 

a sound file attached to the electronic message (see col.42, line 67 to col.43 t line 
2: "audio file attachment to an E-mail message"); and, 

a predetermined identifier, associated with the sound file, that both distinguishes 
said sound file from other files attached to the message (see col.7, lines 30-35: "the 
filenames used to specify the files in the server 125 may conveniently be formed from 
the program_id... to identify and differentiate the different program segments used"; and 
col. 15, lines 12-19: "ProgramJD"; and col.45, lines 52-54) and indicates a course of 
action to be taken by the recipient's device with said sound file (see col.7, lines 36-41 : 
"identifies the order in which downloaded program segments are to be played"). 

As per claim 8, Logan teaches a method for sending an electronic message from 
a sender's device and a recipient's device comprising: 

attaching a sound file to an electronic message (see col.42, line 67 to col.43, line 
2: "audio file attachment to an E-mail message"); and, 

associating a predetermined identifier with said sound file, which both 
distinguishes said sound file from other files attached to the e-mail (see col.7, lines 30- 
35: "the filenames used to specify the files in the server 125 may conveniently be 
formed from the programjd... to identify and differentiate the different program 
segments used"; and col. 15, lines 12-19: "ProgramJD"; and col.45, lines 52-54) and 
which indicates a course of action to be taken by the recipient's device with said sound 
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file (see col. 7, lines 36-41: "identifies the order in which downloaded program segments 
are to be played"). 

As per claim 24, Logan teaches a method for announcing electronic messages 
comprising: 

receiving an electronic message with an attached sound file (see col.42, line 67 
to col.43, line 2: "audio file attachment to an E-mail message"); 

noting the presence of a predetermined identifier that distinguishes said sound 
file from other files attached to the message (see col. 7, lines 30-35: "the filenames used 
to specify the files in the server 125 may conveniently be formed from the programjd... 
to identify and differentiate the different program segments used"; and col. 15, lines 12- 
19: "ProgramJD"; and col.45, lines 52-54); and, 

playing the attached sound file (see col. 7, lines 62-66: "played... in the sequence 
established") in response to the noting of the predetermined identifier (see col.7, lines 
36-41: "identifies the order in which downloaded program segments are to be played"). 

DEPENDENT: 

As per claims 2-4, 14-16, and 26-28, Logan further teaches wherein said sound 
file contains at least one word in a computer-simulated voice and at least one word in a 
sender's voice (see col. 28, lines 19-26). 

As per claim 5, Logan further teaches wherein the predetermined identifier is a 
specific file name associated with said sound file (see col. 5, lines 6-15). 
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As per claims 6, 17, and 29, Logan further teaches wherein the predetermined 
identifier is an information tag (see col.44, lines 12-15). 

As per claims 7, 18, and 30, Logan further teaches wherein the information tag 
is embedded in a header of the electronic message (see col.43, lines 5-15). 

As per claim 9, Logan further teaches wherein said attaching is performed by the 
sender's device (see col. 15, lines 15-19). 

As per claim 10, Logan further teaches wherein said attaching is automatic (see 
col. 10, lines 28-36). 

As per claim 12, Logan further teaches wherein said attaching, is performed by 
an e-mail server (see col.4, lines 40-46 and col.6, lines 39-41). 

As per claim 13, Logan further teaches wherein said attaching is, performed by 
the recipient's device (see col. 2, lines 10-14 and col. 15, lines 15-19). 

As per claims 19 and 31, Logan further teaches wherein the information tag, is 
embedded by the sender's device or by a sender computer (see col.43, lines 26-33 & 
46-60 and col.44, lines 12-15). 

As per claims 21 and 33, Logan further teaches wherein the information tag, is 
embedded by an e-mail server (see claim 7 and 19 rejection above). 

As per claim 22 and 34, Logan further teaches wherein the information tag, is 
embedded by the recipient's device or by a recipient computer (see claim 13 and 19 
rejection above). 

As per claim 23, Logan further teaches wherein said attaching, is selectively 
performed by a sending party (see col.1 1 , lines 27-34). 
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As per claim 25, Logan teaches of further comprising receiving at least one more 
electronic message with an attached sound file and playing said at least one more 
sound file (see col.7, lines 51-61). 

As per claim 35, Logan further teaches wherein said playing is selective (see 
col.46, lines 26-28). 

As per claim 36, Logan further teaches wherein said playing is performed at a 
recipient computer (see col.1, lines 42-49). 

As per claim 37, Logan further teaches wherein said playing is performed at 
recipient customer premise equipment (see col.1, lines 42-49) 

As per claim 38, Logan further teaches where said playing is performed at a 
recipient voice mail (see col.1 5, lines 31^6). 

As per claim 39, Logan teaches of further comprising converting the content of 
the electronic message to a voice message (see col.28, lines 19-26). 

As per claim 40, Logan further teaches where said converting is performed at an 
e-mail server (see col.5, lines 26-31). 

As per claim 41, Logan further teaches where said converting is performed at a 
recipient computer (see col.5, lines 16-26). 

As per claim 44, Logan further teaches wherein said converting is performed 
using a sound file as a voice sample. 

As per claim 45, Logan teaches of further comprising transferring said voice 
message to a voice mailbox (see col. 15, lines 31-46 and col. 29, lines 36-41). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 11, 20, 32, 42, and 43 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Logan et al. (US 5,732,216 A) in view of Agraharam et al. (US 

6,085,231 A). 

As per claims 11, 20, 32, and 42, Logan further teaches wherein said attaching 
is performed by the sender's device (see claim 9 rejection above), wherein the 
information tag is embedded by the sender's device or by a computer at a sending 
party's end (see claim 7 rejection above), and wherein said converting is performed at a 
computer at the receiving party's end. 

Logan does not explicitly teach of an adjunct to a sender or a receiver for 
performing these steps. Agraharam teaches of an adjunct (see col. 3, lines 20-29). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the system of Logan in view of Agraharam so that the 
attaching, embedding, or converting is performed by an adjunct. One would be 
motivated to do so because Logan teaches that numerous embodiments may be made 
to the structure and functions without departing from the spirit and scope of the 
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invention (see col.45, lines 19-25). Therefore, by separating functionality into different 
adjunct devices, load on one processor is reduced. 

As per claim 43, Logan does not explicitly teach wherein said converting is 
performed at a voice messaging system. 

Agraharam teaches wherein said converting is performed at a voice messaging 
system (see Fig.2, #202 & #206 and col.4, lines 7-17). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the system of Logan in view of Agraharam so that the 
converting is performed at a voice messaging system. One would be motivated to do 
so because Logan teaches that compressed audio or text can be "converted into audio 
form by a conventional speech synthesis program" (see col. 3, lines 37-41). 



Response to Arguments 

7. In response to the remarks regarding the Examiner's Interview conducted on July 
27, 2006, the examiner would like to clarify of record that no such agreement was made 
that if the applicant(s) overcame the 101 rejection that the present invention would be 
novel over the presently cited art (US 5,732,216 Logan et al.). 

The examiner stated during the interview, that the description given by the 
applicant(s) representative was something different than the prior art, Logan. 
However, the examiner stressed that the pending claims did not reflect the description 
of the invention as given by the applicant(s) representative. The examiner also stressed 
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that such descriptions must be explicitly stated in the language of the claims to 
overcome Logan, wherein an amendment overcoming the 35 U.S.C 101 rejection could 
be one possibility (if the amendment explicitly stated the invention). 

In the interview summary, the examiner clearly marked the "g) was not reached" 
because no explicit agreement was reached. Therefore, claims 1-45 remains rejected 
and pending as set forth in the rejection above. 

A. The applicant(s) argue that Logan does not teach of an identifier that (1) 
distinguishes that sound file from other sound file from other sound files attached to that 
email and (2) indicates a course of action to be taken by the recipient's computer with 
the sound file. 

In response to the applicant(s) argument, specific reference locations have been 
pointed to, to better and explicitly teach these features (see rejection set forth above). 

Claims 2-7, 9-10, 12-19, 21-23, 25-31, 33-41, and 44-45 which depends on 
independent claims 1 , 8, and 24 have also been rejected based on the rejection set 
forth above. 

B. The applicant(s) argue that Agraharam does not cure the deficiencies of 
Logan and therefore the claims are novel over Logan and Agraharam and further that 
the references are improper to combine. 

In response to the applicant(s) argument above, Agraharam is not relied upon to 
teach the limitations of claims 1 , 8, and 24 because Logan explicitly teaches these 
limitations. 
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In response to applicant's argument that the references are improper to combine, 
the applicant(s) give no explanation why it is improper, but merely asserts that it is. 
Clearly both references pertain to similar objectives which is sending audio files from a 
sender to a recipient and therefore, clearly combinable. 



Conclusion 

8. For the reasons above, claims 1-45 have been rejected and remain pending. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Y. Won whose telephone number is 571-272- 
3993. The examiner can normally be reached on M-Th: 7AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on 571-272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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